TH E ANATOMY O F A TRAD E MAR K C LASH Intellectual Property and Commercial Court

. ' Year 2024, Xing-Shang-Su-Zi No. 10 Administrative Judgment
An Educational Breakdown of Trademark Act Article 30(1)(10) Judgment rendered in 2024
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THE APPLICANT || THE OPPOSER

/
| d Registrats,
OPPE?E ; “ bag
- ikelihood of (p,, P fr&::q,
AFatfuvreal

Mark: ZORA natural (Reg. No. 02152721)

Registered Classes:
e Class 3 (Cosmetics)
e Class 5 (Supplements)
e Class 35 (Retail)

Marks: ZARA / ZARA HOME (Reg. No. 00706557/, etc.)

Registered Classes:
e Class 3 (Perfumes & Cosmetics)
e Class 9 & 21 (Home Goods & Tools)
e Class 35 (Retail)
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THE GOVERNING LAW: Trademark Act, Article 30(1)(10)

A mark shall not be registered if it is ldentlcal or SIITIIlaI' 'to another’s registered
trademark or earlier application, creating a leéllhood of Confusmn for
relevant consumers.

V

The Court’'s Diagnostic Test

1. Mark Similarity 5. Consumer Familiarity
2. Goods/Services Similarity 6. Applicant's Good Faith
3. Distinctiveness 7. Actual Confusion

4, Business Diversification 8. Other Factors
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Factor 1: Stripping Away the Noise

(The Applicant)

IORA = nateral = ZORA

S Descnphve nll quality
(Nun d!&’(m{hve)

(The Opposer)

ZARA BASIC _BAS‘I’CP = ZARA

Common vnmbulmrg

(Nun-—dtﬁ mdwe)

The court focuses the similarity test exclusively on the core identifiers: ZORA vs. ZARA.
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Factor 1: The Visual Matrix

Court’s Observations:

e Both are 4-letter, non-
standard foreign words in
Taiwan.

e |dentical capitalization.

e |dentical starting letter (£)
and identical ending
syllable (RA).

Finding: The minor one-letter difference is insufficient to prevent
high visual similarity.
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Factor 1: Phonetic Overlap (The Aural Test)

The Applicant’s Defense: The Court’s Reality Check: —
Claimed ‘Z0O” sounds like ‘Zuo’ and Both ‘O” and ‘A’ require open-lip vocalization,
‘ZA sounds like ‘Zha’. producing highly similar short vowel sounds.
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For the Average Censumer maklng everyday purchases the phonetlc S|mllarlty IS dangerously hlgh 3
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Factor 1: The Mavket Ovevlag

(CARA

\

Class 35
(Retail of
cosmetics &
beauty tools)

(Supplements)

Class 21
1 (Makeup
/ removal tools)

Class 3
(Creams,
Lotions)

Class 3
(Cosmetics) /

|

Court’s Conclusion: Highly overlapping consumer base, identical distribution channels,
% and shared retail environments lead to a high probability of market confusion.
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Factors 3 & 4: Fame and Diversification

AN

H

Apparel & Fashion Perfumes &
Fragrances
(Class 3)
(Ofﬁc:|ally recognized as ’
a Famous Trademark in
Home Goods & Trays Taiwan for appare]) Cﬂsmetics 8{ BeaUty
(Class 21) - via ZARA HOME Retail (Class 35)
e ] - - ______,.——P""/

| The Impact: Consumers are already primed to expect ZARA
| to cross over into beauty and lifestyle products. |
—_—
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factor 5. The Burden of Proof (Consumer Familiarity)

Exhibition Protgs |
(M8anwav/Vi ) 17
i
| J | |
= | ~
| |
Lacked clear dates; doés not |
prove Taiwanese consumer \
familiarity, ————————
L | - Pa aging Lnvoj
| e 10 -
| Limited volume; only proves
| internal management, not
market share.
Does
| consumer recognition.
\ e T )

SR o

‘Verdict: The Applc ove sufficient consumer familiarity
to overcome the visual and phonetic similarities to ZARA.
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Factor 6: A Pattern of Bad Faith

2 2010

2020

]
i :

\

Applicant attempts Applicant applies

Apffffa”t v egis’rzer S to register a ‘20RA’, for the current
BRI Z0RA™. design mark. / .' 5 ‘20RA natural’ mark.
(Proving they did not "
alwa;ivg’ims?gelg; re';; on Op posed by ZARA

the standalone word ‘20RA’). and revoked by TIPO .

Court’s Conclusion: The Applicant was fully aware of 2ARA’s

famous status due to the 2010 clash. The 2020 application

represents an intentional attempt to ride on the coattails of
a famous mark.
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THE VERDICT

High Mark Similarity + Overlapping Markets + Famous Status of
Opposer + Lack of Good Faith = Clear Likelihood of Confusion

Plaintiff’s lawsuit is DISMISSED.

The registration of ‘ZORA natural’ (Reg.
No. 02152721) is officially REVOKED.




The Blueprint: Key Takeaways & Lessons

<

Descriptive Words
Don't Save You

Appending words like
“natural” or "basic” will not
distinguish a mark if the
primary word is identical
or highly similar.

<

Phonetics Contextualize
Similarity

Minor vowel shifts (O vs. A)

will not prevent confusion if

the overall structure sounds

identical fo the average
local consumer.

&

The Bad Faith Trap

Prior failed applications
against the same famous
mark will destroy any
claim of "good faith" in
future disputes.

<

Evidence Needs
Context

Sales spreadsheets and
undated exhibition photos
are useless without
concrete proof of actual
local market penetration.

Reference: IP & Commercial Court, Year

2024, Xing-Shang-Su
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